FROM SUGHRUE MI ON PLLC DC 



(THU) 4. 3' 03 1 1 :03/ST. 11 :01/NO. 4260759701 P 



Amendment Under 37 C.F.R, § 1,116 
U.S, Application No. 09/9S8 7 277 



REMARKS 



Claims 1-13 have been examined. Claims 1-13 are all 
application. 
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the claims pending in the 



Response to Arguments 

Applicant respeafully ttmk ^ Examiner for addling AppIicms . argunBnt5 ^ 
forth in Applicants' Amendment under 37 C.F.R. § 1.1 11, filed jon e 14, 2002 (hereinafter 
Amendment). However, Applicants respectfully note the following. 

The famine, alleges mat Appll<!anls ^ (hM us paMi ^ 3 9m 
Cdes, does not disciose , bracket. Tnis allegation „ ^ P a ge5 ;^ IfuU paragraph ()f 
Applicant Amendment sat es ,ha, the Examiner failed to identify a bracket i„ Coles whid, 
corresponds to the bracket of claim I. 

Additional,* the Examiner's response failed to appropriately ao^ess Applicants' 
arguments rating to a motivation a « d suggestion to combine Qr modify ^ ^ ^ ^ y g 

^cnt No. 5,770,902 (hereinafter Batten). A PP ,icants argued that the Examiner relied 
co,umn 2, lines 30-35 of B atten which states thal ^ ^ ^ ^ ^ 

«■» to Provide a J^nnin^^ for . brushless DC ^ ^ ^^^^^^ 

nai.r^to betwecn the motor wjndingsj the e]ectron . c comroi ^ ^ _ ^ e ^ 

leads, and the electronic components in the motor." fcmp h asis added) . 



on 
vention 
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b view cf ,h ls pa^, Aop , icanK afsued ^ ^ ^ ^ reject . on ^ ^ ^ 
proposed conation because lhc aoove-^Uoned ^ is ^ ^ ^ 
*«. 30, no, the „ le8cdly corresponding Hall effM sensors 26 and oracte 2 S of Batten, which 
Ihe Examiner had identified for combination. 

* m °"* y - ^ « ^« Co sappon the aIteg ed suction 

or^v^on,,^^,,^^^^ ^^^^ 

with Ure motor o, Co,.. ^ E^ine, sti., h as „ to ^ a ^ ^ 
■» «- « would hav0 _ (0 ^ ^ ho]<br 2s ^ BMten ^ 

another wa y . the &aml „ er hM ^ „ ^ ^ ^ ^ ^ ^ ^ ^ ^ 

^ ^ — — d these co„,pone„ K for combination to 

the manner claimed. 

"There must bc ^ or ^ ^ ^ ^ ^ 

Person of OTdln „ y ^ ,„ lhe fie , d ^ ^ ^ ^ ^ ^ 

* R^u™,, of . Wma ^ Case of Obvjousness) Suaa ^ ^ p ^ 

1443, 24 U.S.P.Q.2d 1443 (Fed Cir t • 

(Fed. C.r. 1 992). In view of the above, the Examiner has fai.cd to 

establish a prima facie case. 



ion. Put 
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Further, since the Examine,- has introduced a new grounds of rejection (motivation to 
combine), and since said new grounds of rejection was "neither necessitated by applicant', 
amendment of the claims nor based on information submitted m an information disclosure 
statement," it is improper that a final rejection has been issued. MPEP §706.07< a ) (Final 
Rejection, When Proper on Second Action)^ Edition). 



Ration of Clai™ 1-3 and 12 „„d er 35 U.S.C. § 103(a) - Co,. and Batten 

The Bxaminer has rejected claims 1-3 and 12 under 35 U.S.C. § 103(a) as allegedly beiri^ 
unpatentable overCole, in viewofBatte, Wc^res^^^,^ . 

The Examiner has acknowledged that Coles fails to disclose a rotation sensor. (Pago 3, 

■ ines 10-15 of the Office action) However th* n ■ 

uon;. However, the Examiner alleges that Batten cures the 

deficiencies of Coles. (Page 4 of the Office action), 
-sorof claim!. Cto 1 „ow^^^ 

-tor fixedly moUnted on said shaft and & m ^ nged on the perfpheiy of ^ ^ 

Batten fails to teach or suggest this aspect of Applicants' motor and rotation sensor The 
***** correspond^ rotation sensor 2o of Batten is entirely different than that Calmed by 



Applicants. 



To = SB b lis h,,™, /im<! obviotllmM . qf , o|almod . iraiU<>n _ ^ ^ cia . m |imiiaiions 
n,u S , bo la u 8 h, „ sugg05ttd by „. prior m MpEp §2143 M i% ^ mmAmsM< m 
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K2d m, ,80 U.S.P.Q. 580 (OCPA 1974). The Ex aminer has faiIe(i Co estab|jsh ^ ri „ afade 

" C ° IeS Md ** aUen ' or ■„ conation. M 10 lcHch „ 

suggest the claimed rotation sensor. 

Additionally, as stated above, the Examiner has failed to establish z prima facie case of 
obviousness because one skilled in the art would not have been motivated, at the time of the 
invention, to have combined or modified Coles and Batten, in the manner Suggcsled by the 

Examiner, 

For it least these reason, Applicant, respectfully request that the rejection of base claim' 
1 and dependent claims 2, 3 and 12 under 35 U.S.C. § 103(a) be withdrawn. 



Rejection of Claims 4, 5 and 11 under ^ Tr <! c si n*,^ ^ ■ « 

a unaer m v.b.C. § 103(a) - Coles, Batten and Yamada 

The Examiner has rejected claims 4, 5 and 1 1 under 35 U.S.C. § 103(a) as being 
unpatentable over Coles, in view of Batten « applied to claim 3 , and i n ^ vi cw of Yamada 
(U.S. Patent No. 5 ,80,,465; he^nafter Yamada). Applicants respectfully traverse this rejection. 

Yamada fails to cure the deficiencies of Coles and Batten as app.ied to claim 1. Yamada 
is silent as to rotation sensors. Coles, Batten and Yamada, individually or in combinanon, fan to 
teach or 5Ugg e Sl the motor of claim Uhat includes the rotation sensor. 

Claims A, 5 and n should be patentable at least by virtue of their dependency as well as 
reciting their own patently distinct features. For at least these reasons, Applicants respectfully 
-quest that the rejection of claims 4, 5 and 1 1 under 35 U.S.C. § 103(a) be wuhdrawn. 
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Rejection of Claims 6-10 under 15 U S C & Um n \ m t 

M u-a-^. § 103(a) - Coles, Batten and Hirosc 

The Examine- ha, rejected claims 6-10 under 35 U.S.C. § 103(a) as being unpatentable 
ever Coles, in view of Batten as applied to claim 1, and in further view of Hirose et al. (U.S. 
Patent No. 5,793.132; hereinafter Hirosc). Applicants rcspectfu.ly traverse this rejection. 

Hirosc fails to cure the decencies of Coles and Batten as applied to c , aim 1 . H^e is 
silent as to rotation sensors. Coles, Batten and Hirose, individually or in combination, faal to 
teach or suggest the motor of claim I that includes the rotation sensor. 

Claims 6-10 should be patentable at least by virtue of their dependency as we,, as recitin, 
their own patentable distinct feature, at least these reasons, Applicants respectf u , ly request 
that the rejection of claim, 6-10 under 35 U.S.C. § 103(a) be withdrawn. 

Rejection of Claim 13 under V?TT<ir< r mi/ \ ^ , 

to unoer v&.C. § 103(a) - Coles, Batten and Chestnut 

The Examiner has rejected claim 13 under 35 U.S.C. , 103(a) as being unpatentable over 
Coles, in view of Batten as applied to claim 2, and in further view of Chestnut et al. (U.S. Patent 
No. 3,558,940; hereinafter Chestnut). Applicants respectfully traverse this rejection. 

Chestnut fails to cure the deficiencies of Coles and Batten as applied to claim 1 . 
Chestnut is silent as to rotation sensors. Coles, Batten and Chestnut, individually or in 
combination, fail to teach or suggest the motor of claim 1 that includes the rotation sensor 
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Claim 13 should be patentable at least by virtue of its depend. 



own patemably distinct features. For at least the* 



ency as well as reciting its 



the rejection of claim 13 under 35 U.S.C, § 103(a) be wi 



e reasons, Applicants respectfully request that 



thdrawn. 



Conclusion 

In view of fte above, recorder*™ a „ d allowa]lce of ^ ^ ^ 

» be ,„ order, „„< such ^ n ^ ^.^ „ ^ ^ „ mdn ,„ ^ ^ ^ 
Ex^er feel, m ay ta ^ ^ Ihrough , ^ of ^ ^ 

k ,nd,v reo„e s <ed lo coritaot fte ^ ^ fc ^ ^ ^ 

The USPTO u direct and authorized ,o c nag e a,l reared fees, except for ft. W 
Pec and ft. PubHcaaon „ ^ AcMllM No ^ ^ ^ ^ ^ 

overpayments to said Deposit Account. 
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APPENDIX 

VE^IONWiTH MARKTNGSTO SHOW CHANGF.S M.rwr 
IItlHE£LAiMS: 

The claim is amended a s follows: 

I- (Amended) A motor for use with a motorized power steering apparatus in which M 

torque of said motor to a steering wheel, said motor comprising: 

a frame of a bottomed cyHndrical shape having an opening formed therein; 
a bracket fixed to said opening in said frame; 

a rotating e , emcnt exI6nding ^ ^ ^ ^ ^ _ ^ 
by a frame side ^ fixedjy m&d ^ ^ ^ ^ ^ ^ ^ ^ ^ 

mourned on said bracket; 

a fisediy attached „ 5aid frame „ . ^ ^ ^ ^ 

■of sa,d rowing etaaem and havi „ g a aator w . nd . ne woimd lherearouiid . 

• "Mi™ senSOT provjtled „„ said ^ m ^ ^ ^ ^ ^ ^ ^ 
.aid hous,„ 8 r„r de te c,i„ g a rolat io„a, of sa id K> ,a li „ E el™ onl , .^g^^ 

J^enEhcri^ rotor : and 

a Pluraiity of sensor signa] ^ ^ ^ ^ ^ ^ ^ 

receiving signals to and from said rotation sensor. 
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